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RKMARKS 

Claims 1-1 5 arc pending in \ha present application, aaims 1-6 and 12-1 5 arc 

allowed. Claims 7-11 arc rejected. , 
Reconsidcsraiion of the application is respectfully requested in view of the following 

responsive lomarks. For the lixamincr's convenience and reference, Applicant's remarks are 
presented in the order in which tlw coircsponding issues were raised in the Office Action. 
In the OlTice Action of March 30, 2007 the following actions were taken: 

(1) Claim 7-1 1 wcro rejected under 35 U.S.C. § 103 (a) as being unpatentable 
over International PCf Publication No. WO 02/45971 Al (hereinafter "Payne '971) in view 

of I'-uropcan I'alent No. 0485079 (hereinafter "Henry"); and 

(2) Claim7-ll were rcjecied under 35 U.S.C. § 103 (a) as being unpatentable 

', , ■ ovcrlLS, Patent No. 2,545,423 (herBinaner"Ducrr") in vicwof Henry. 

' : It ig respectfully subnntted that the presently pending claims be allovsred based on the 

■• • remarks below. 

fic'iecti on s Unde r 35 U.S.aAMil 
; ' ' The nxamincr has ejected cliims 7-11 under U.S.C. § 103(a) as being unpatentable 

' over two combinations, Payne *97l in view ofHenry and Duerr in view ofllenry. Tlie issue 

• : ' under § 1 03 is whether Ihc PTO has staled a ca.se o{ prima facie obviousness. According to 

the MPliP § 2 142, the Examiner has the burden and must establish a case o£ prima facie 
obviousness. In order to maintain a prima facie case of obviousness by combining 
' :■ . • • ' vcfcrcnce.'s, Uic prior art must provide some reason or motivation to make the claimed 

• .compositions. /„ rcDiV/ow. 16 U.S.P.Q.2d 1897. 1901 {l^cd. Cir. 1990). As aptly slated in /n 

• re/o«£'^, 21 U.S.P.Q.2d 1941, 1943-44 (Fed. Cir. 1992): 

"Before the FfO may combine the disclosure of two or more prior art 
■ • ■ " references in order to establish yjW/H«/acje obviousness, there must be some 

• ; ■ • sucRcstioTi for doltig so, found cither in the references themselves or m lUc 

knowledge generally available to one of ordinary skill tn ^^'^e jut.;- 
Conspicuously missiny from this record is any evidence, other than the PTO s 
. . • ' speculation (if it be called evidence) that one of ordinary skill m the... art 

wonld have been motivated to make tlie modifications of the pnor art 
necessary to arrive at the claimed (invention)." 
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Tt Iws buen widely rccoBni5'«J virtually every invcnlion is a combination of 

• clLimcnls and that mosl. if not all. of these will found somcwliere in an examination of the 
prior All. 'I his roasonint'; lead the court, in Council v. Sears. Roebuck '^ Co., 220 U.S.P.Q. 
193, 199 (Fed. Cir. 19S3) to stale: . . 

"...il is common to find dements or features somewhere in the prior art. 
Moreover. nM>st if not all elements perform their ordained and expected 
function. I bc test is whether ihe claimed invention as_q, .whole, m light of all 
the teachings of ihe references in thei r entiretie s, would have been obvious to 
one of ordinary skill in the art at the time the invention was made." 
(underlining added) 

Willi the above background in mind, the Applicant contends that uprimafacie case of 
obviousness with respect to pending claims has not been met. Specifically, the references do 
not provide safficient ieachings to be modified in order to arrive at Applicant's invention. 
Further, Applicani contends that the combination of references is based on hindsight. 
ThcrefonJ, without knowledge of the disclosure of the present invention, one of ordinary skill 
in the art would not be able to make the combinations proposed to arrive at the claimed 
invention. 

The Examiner has rejected claims 7-11 as being obvious over Payne '971, Ilenry, and 
DuciT. AlQiough U.S. Patent No. 6,932,466 (herelnancc Payne *466) is not listed in the 

• inU odueloty paragraph for the rejections, Payne '466 has been previously used in prior office 
actioiLS and is discussed in the Examiner's arguments in the present office action, 'fhus, a 
brief disou.ssion of these references is believed to be in order. 

Paym 'P7J ami Payne '466 (collective Payne) 

Pjiyno discloses an ink-jet printing pn>oess comprising the steps of applying ink to a 
substrate jind applying a llxing composition tliat contains a poly(C3.i«-hydrocaibyl 
monoguanidc). More spccincally, Payne teaches (1) the fixmg composition is applied in a 
. 1oealiw.d manner, (2) the areas of ink and composition are substantially coextensive; (3) the 
" polymonoguaoido contains a plurality of groups represented by Formula 1 and/or 2; (4) the 
composition contains various percentages of polymer containing monoguanido, binder, 
water-soluble organic solvent, and water, (5) a substrate printed with an image, (6) a set of 
liquids suitable for use in an ink jet printer; and (7) an ink jet printer cartridge. 
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Henry 

■ Hcniy disclosps Uic use of biguanides in various amounts as an anli-microbial agcnl. 
ITic lixamineV alleges ihat lleniy tcachcjs that the biguanWe compound is a Fixing 
cbtnposilion and i^cvenls microorganiKni growth. I lowcvcr. Hcniy never mentions the use of 
inguanidc as a fixing cqinposilion. In iact, Henry only teaches thai biguanide can bo used in 
an aqueous medium to prevent micro-organism growth and gives examples such as cooling 
water Uquofs. paper mill liquors, and metal Nvorking fluids. Clfearly, Hcniy docs not teach 
biguanide as a fixing composition. Further, the section cited by the Examiner would only add 
. to the amount urchloride presejU inherently in Payne, thus leaching away from keeping the 
chloride concentration 

Duerr 

Dum discloses the use of guanidc and biguanide compounds to iKlp control dycsUiffs 
from migrating or di Hiising into the carrier or substrate. Sftc col. 3, lines 5-20. The 
compounds arc applied in a gelatin or colloid coaUng. SsS col. 3. lines 7-8. Tlie guanidc and 
. bigiianide compounds lonn insoluble salts. See col. 3. linos 29-37. There is no teaching of 
polymerization. 

\ ■ 

ClaimsJdLl 

The Ivxamincr has rejected claims 7-1 1 over two combinations, Payne in view of 
1 lenry and Duerr in view of 1 lenry. However, Ihc present combinations fail lo teach each and 
' every clement of the pending claim set 

'I hc lixamincr has alleged that Payne teachea; a melt polymerization of a C3-1K- 
■ . hydrocarbyl diamine with a guanidine salt other than guanidinc hydrochloride, liven though 
the Examiner has referred to page 4, lines 8-15, and the examples, a close inspection of Payne 
reveals Utat a tephJonie.ia]lkBrS^^ Specifically, page 4, lines 8-15 states that "PMGs 
■ . may be prt.-parcd by the reaction of £Blindinelix«ilojid^ with a diamine . . ." (underline 
• .added). Also, the examples on page 14. line 30; and page 15, lines 4-12; clearly show that 
guanidine hydrochloride was oscd inaUof ihc ingU polymerization reactions schemes. 
• Therefore. Payne docs not teach a niclt polymerization with a with a guanidine salt other than 
guanidine hyilrochloride. Additionally. Henry docs not cure this deficiency since Henry only 
uses bigiianidcs as anU-miorobial agents in solvents. To be clear, there is no leaching in 
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Tlcnry of melt or solvenl polymerizations. Tlierclbre, the Applicant respectfully requests that 
the Hxamirjcr withdraw Ihc present rejection. 

The llxamincr lias also rejected claims 7-1 1 over Ducrr in view of Hcniy , DuciT 
teaches tlic use of guanide and bifiuanide salts to protect dycstuffs. Contrary to Ihc 
Examiner's asscsrtion, nucrr does not leach mell or solvent polymerization, 'l-he present 
invention describes such a polymerization on page 3, lines 23-32. of the current specification. 
Spccincally. the polymcri/ation lcmp«ratiire is atlea.st 100"C and preferably in an inert 
environment. Ducrr contains no such disclosure but merely teaches the formation of 
higiianide. and guanido salts in a gelatin or col loid layer. Additionally, iis previously 
discussed, 1 Icnry does not teach melt of solvenl polymerization. Therefore, as Henry cannot 
.ure the deficiency of Ducrr, the Applicant respectAilly rcque.sts that the Examiner withdraw" 

the present rejection. 

Fiirthennorc, the Jixaniincr acknowledges that Payne docs not teach that the fixing 
composition has a chloride coiiccntTaiion less than 400 ppm by weight as recited by claim 1 0. 
^The Examiner has argued thai the chlorine concentration is obvious since "it would have been 
• obvious to one having ordinary skill in the art at the lime of invention was made to 
incorporate chloride concentration loss than 400ppm by weight . . . since it has been held that 
• it is not inventive 10 discovering and optimum value or workable ranges by routine 

expcrimenlalion;' Sec Ofncc Action, page 3 and 4. However, based on the state of the cited 
art, it wou Id have, been im possible for one skilled in the art toacjtelh o. present inventi , Q . T> 
since Payne and Ducrr use chlorine as part of its composition. 

Specifically, Payne uses chlorine salts while the present invention uses non-chlorine 
- salts during polymerization. Tl»o absence of chlorine from the polymcriziilion reactions 
enables the present invention to achieve such minimal chlorine concentrations. A person 
■ skilled in the art would never achieve such allegedly "optimum" chlorine concentrations 
based on the icachinfrs of Payne. Additionally, the teachings of lienor do not cure the 
' deficiencies of Payne, In facl, the combination leaches away from the present claim. Tlw 
Kxamincrhas combined Payne, which already contains chloride, with the anti-microbial 
. agent ofllenry. which is a cliloridcconipouiid. In other words, the combination adds 
chloride and the pre.<»nl claim set is directed at minimizing chloride, as claim 10 recites a 
chloride concentration lcs.!j than 400ppm. 

The conibination of Ducrr and Henry provide the same results. Duerr refers lo U.S. 
Patent No. 2.149,709 (hcrcinafier "Rein") for preparation of the guanidc and biguanidc bases. 



PA(£1III11'RCVDAT»27I2I)07 4:31:27 PM [Eastern Daylight rone]'SVR:USPTO{^ 



'JlJN-27-07 WED 02:26 PM THORPE NORTH & WESTERN FAX NO. 1 801 566 0750 

• . 10/509,936 
200602955-3 

■ 9 

.... Rein describes the preparation oflhe reacUon using a sail of an amine. 'ITic salts disclosed in 
" .' ■ the Rein paieni are u.H j^lilorldc saltR. Sec Example 4, col. 2, lines 5-12; Example 5, col. 2. 
. • lines 13-17: KxamplG 6, col. 2, lines 18-24; Example 7, lines 25-30; l^xample 8, lines 31-35; 
and lixample 9, lines 36-40. As snch, llic connbination of Duerr and Henry ialso loach away 
from the prcseni chloride limitation and Uiu Applicant respectfully requests that.tho Examiiicr 
withdraw the present rojcclions. 

In view oflhe foregoing. Applicants submitthat claims 7-1 1 present allowable 
subject nialicr and allowance is reRpc^tfully lequeslcd. If any impediment to the allowance 
of these claims, rom.iins after cons idem lion of the above remarics. and such impediment could 
be removed during a telephone interview, llie Examiner is invited to telephone the 
undcrMgned attorney so that such issues may be resolved as expeditiously as possible. 

Please charge any additional foes except for Issue Fee or credit any ovcipayinent to 
Deposit Account No. 08-2025. 

Dated this 27* day of June, 2007. 

Respectfully submitted, '. 




G4/y 1*. t/alceson 
Attorney for Applicant 
RegisU:ation No. 44,266 

THORPE NORTH & WESTERN. l.LP 
8180 South 700 East, Suite 200 
Sandy. Utah 84070 
(801) 566-6633 

On behalf of: 
lIliWLin r-PACKARL) COMPANY 
1000 NB Circle Blvd., m/s 422B 
Corvallis. OR 97330-4239 
(541)715-0159 
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